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This is a decision on the "APPLICATION FOR PATENT TERM 
ADJUSTMENT UNDER 37 C.F.R. § 1.705" filed October 1, 2007. 
Applicants submit that the correct determination of patent term 
adjustment at the time of the mailing of the Notice of Allowance 
is nine hundred thirty-five (935) days, which applicants 
maintain is the difference between the total period of PTO 
examination delay (1,088. days) and the period of applicant delay 
(153 days) . 

The application for patent term adjustment is DISMISSED . 

For the reasons stated herein, the Office has updated the PAIR 
screen to reflect that the correct Patent Term Adjustment- (PTA) 
determination at the time of the mailing of the Notice of 
Allowance is zero (0) days, including 84 days of Office delay 
and 244 days of applicant delay. A copy of the updated. PAIR 
screen, showing the correct determination, is enclosed. 

On July 3, 2007, the Office mailed a Determination of Patent 
Term Adjustment under 35 U.S.C. 154(b) in the above-identified 
application. The Notice stated that the patent term adjustment 
to date is 0 days. The instant application for patent term 
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adjustment was timely filed 1 after the mailing of the notice of 
allowance and no later than the payment of the issue fee. 

Applicants maintain that the discrepancy between the PTO's 
determination and applicants' can be traced to a single item 
related to the alleged abandonment of the application between 
July 23, 2004 and April 23, 2007, for which no period of PTO 
delay was assigned. Applicants submit that the delay between 
July 23, 2004 and April 23, 2007 was due to the PTO's failure to 
match the issue fee with the file, and subsequent inexplicable 
further delay in rescinding the holding of abandonment 
notwithstanding verification of the issue fee payment by 
February 22, 2005 and applicants' unanswered status requests. 
Applicants assert that an additional period of adjustment of 
1,004 days should be entered for this delay. 

Applicants acknowledge that this application is currently 
subject to a terminal disclaimer. 

Applicants' arguments have been considered, but not found 
persuasive. The grounds for entry of periods of adjustment for 
examination delay are set forth in 37 CFR 1.702. Those grounds 
do not include failure to take action within specified time 
frames in response to the filing of a petition to withdraw the 
holding of abandonment . 

However, with respect to action taken in response to the payment 
of the issue fee, the relevant section to consider Office delay 
is 1.702(a)(4). 37 CFR § 1.702(a)(4) provides that: 

subject to the provisions of 35 U.S.C. 154(b) and this 
subpart, the term of an original patent shall be adjusted 
if the issuance of the patent was delayed due to the 
failure of the Office to issue a patent not later than four 
months after the date on which the issue fee was paid under 
35 U.S.C. 151 and all outstanding requirements were 
satisfied. 

Section 1.703(a)(6) pertains to the provisions of 35 U.S.C. 
154 (b) (1) (A) (iv) and § 1.702(a)(4). Section 1 . 703 (a) (6) 
specifies that: 



PALM records indicate that the issue fee was paid on October 1, 2007. 
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the period is the number of days, if any, beginning on the 
day after the date that is four months after the date the 
issue fee was paid and all outstanding requirements were 
satisfied and ending on the date the patent was issued. 

Nonetheless, as stated in the final rule: 

the date the issue fee was paid and all outstanding 
requirements were satisfied is the later of the date the 
issue fee was paid or the date all outstanding requirements 
were satisfied. However, if prosecution in an application 
is reopened after allowance (see MPEP 1308) , all 
outstanding requirements are not satisfied until the 
application is again in condition for allowance as 
indicated by the issuance of a new notice of allowance 
under 35 U.S.C. 151 (see MPEP 1308). See Changes to 
Implement Patent Term Adjustment under Twenty -Year Patent 
Term; Final Rule, 65 Fed. Reg. 54366 (September 18, 2000) . 

In this instance, after the payment of the issue fee (and the 
granting of the petition), on May 4, 2007, applicants reopened 
prosecution with the filing of a request for continued 
examination. Thus, the filing of the issue fee payment on July 
23, 2004 is not controlling. A new Notice of Allowance was 
mailed on July 3, 2007, and the Issue Fee transmittal was again 
submitted on October 1, 2007. 

It is further noted that, with respect to the initial 
determination of patent term adjustment, the record further 
reveals that pursuant to 37 CFR 1.704(c) (10), periods of 
reduction of 113 (not 83) days and 61 days for the filing of two 
separate requests for continued examination (RCEs) after the 
mailing of a notice of allowance. 

After the mailing of a Notice of Allowance on March 19, 2003 and 
payment of the issue fee on April 14, 2003, on September 10, 
2003, applicants filed a RCE and amendment (and petition to 
withdraw from issue) . The filing of the RCE and amendment after 
the mailing of the Notice of Allowance constituted a failure to 
engage pursuant to 37 CFR 1.704(c) (10). This period is 113 
days, counting the number of days in the period beginning on 
September 10, 2003, the date of filing of the RCE and amendment 
and ending on December 31, 2003, the date of mailing of the Ex 
Parte Quayle in response. 
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Likewise, after the mailing of another Notice of Allowance on 
April 23, 2004 and payment of the issue fee on July 23, 2004, on 
May 4, 2007, applicants filed a RCE and Information Disclosure 
Statement (IDS) and amendment and application data sheet and 
sequence listing (and petition to withdraw from issue) . The IDS 
did not include a § 1.704(d) statement. The filing of the RCE 
and other papers after the mailing of the Notice of Allowance 
constituted a failure to engage pursuant to 37 CFR 1 . 704 (c) (10) . 
This period is 61 days, counting the number of days in the 
period beginning on May 4 , 2 007, the date of filing of the RCE 
and other papers and ending on July 3, 2007, the date of mailing 
of the Notice of Allowance in response. 

It is noted that the petition to withdraw holding of abandonment 
filed February 22, 2005 was filed within 2 months of the mailing 
of the notice of abandonment on January 20, 2005. As such, 
there was no "failure to engage" (or applicant delay) within the 
meaning of 37 CFR 1.704(c)(4). 

The record is unclear as to whether there should be entered 
additional periods of reduction for applicant delay associated 
with omissions in applicants' filing with respect to sequence 
listings. The reference to 37 CFR 1.135(c) is parenthetical 
because 37 CFR 1.704(c) (7) is not limited to Office actions 
under 37 CFR 1.135(c) but applies when the Office issues any 
action or notice indicating that a reply has an omission which 
must be corrected: e.g., (1) a decision on a petition under 37 
CFR 1.47 dismissing the petition as lacking an item necessary to 
grant the petition; or (2) a notice indicating that the computer 
readable format sequence listing filed in reply to a Notice to 
Comply with Requirements for Patent Applications Containing 
Nucleotide Sequence and/or Amino Acid Sequence Disclosures (PTO- 
1661) does not comply with 37 CFR 1.821 et seq. If it is of 
significance, applicants are under a duty of candor to the 
Office to advise if in fact such replies with omissions were 
filed. (It is noted that without regard to any failures to 
engage pursuant to 37 CFR 1.704(c) (7) this application is likely 
to issue with a revised patent term adjustment of zero (0) 
days) . 

It is concluded that the correct patent term adjustment at the 
time of the mailing of the notice of allowance mailed July 3, 
2007 is zero (0) days, including 84 days of Office delay and 244 
days of applicant delay. 
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Applicants' submission of the $200.00 fee set forth in 37 CFR 
1.18(e) is acknowledged. 

The application is being forwarded to the Publications Division 
for issuance of a patent. The patent term adjustment indicated 
on the patent (as shown on the Issue Notification mailed about 
three weeks prior to patent issuance) will include any- 
additional adjustment accrued both for Office delay in issuing 
the patent more than four months after payment of the issue fee 
and satisfaction of all outstanding requirements, and for the 
Office taking in excess of three years to issue the patent (to 
the extent that the three -year period does not overlap with 
periods already accorded and to the extent that the period is 
not consumed by the filing of a request for continued 
examination) . 

Telephone inquiries specific to this matter should be directed, 
to the undersigned at (571) 272-3219. 
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